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REMARKS 

The Office Action dated April 14, 2006, has been received and carefully 
reviewed. The preceding amendnfients and the following remarks fonn a full and 
complete response thereto. Claims 1 , 14, 27 and 40 are amended as to matters of 
form. No new matter has been added. Claims 1-51 are pending In this application and 
are submitted for reconsideration. 

Objections were made to the specification for containing hyperlinks and for 
containing endnotes. Applicants traverse the objections. 

The three listings of URL addresses in the specification were not intended to be 
"live" hyperlinks, and, in fact, the hyperlinks were removed from the electronic 
document. The URL addresses merely provide additional information useful for the 
identification of documents, which were incorporated by reference. Accordingly, 
Applicants request that the objection be withdrawn. 

The endnotes through the patent application merely make reference to 
publications listed on pages 29-30 of the specification, each of the references being 
properly incorporated by reference on page 29. One having ordinary skill in the art is 
accustomed to this style of writing, which is analogous to cite references in law. The 
endnotes merely give context to the reader of the patent document for the reasons why 
each reference was incorporated. Accordingly, Applicants request that the objection be 
withdrawn. However, Applicants shall investigate whether any of the references made 
throughout the specification references informatipn material to the claims and, if 
Applicants determine that this is the case. Applicants shall amend the specification to 
include any such information. Accordingly, to the extent that the Examiner determines 
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maintains tliis objection, Applicants request tliat it be held in abeyance until sucli time 
that Applicants can determine what material, if any. should be included in the 
specification. 

Claims 1, 3-4, 9-10. 14, 16-17. 22-23. 27, 29-30, 35-36, 40, and 42-43 were 
rejected under 35 U.S.C. § 1 12 as indefinite. In particular, objection was made to the 
tenn "investment institution." Applicants traverse the rejection and submit that one 
having ordinary skill in the art would readily understand the meets and bounds of the 
claims and therefore, the claims cannot be considered to be Indefinite. 

When interpreting a patent claim, the words of a claim are generally to be 
accorded their "ordinary and customary meaning," which is "the meaning that the term 
would have to a person of ordinarv skill in the art in question at the time of invention." 
Phillips V. AWH Coro .. 415 F.3d 1303, 1313 (Fed. Cir. 2005).(emphasis added). See 
also Innova/Pure Water. Inc. v. Safari Water Filtration Svs.. Inc .. 381 F.3d 1111, 1116 
(Fed. Cir. 2004) ("A court construing a patent claim seeks to accord a claim the 
meaning it would have to a person of ordinary skill in the art at the time of the 
invention."); Home Diagnostics. Inc. v. LifeScan. Inc. . 381 F.3d 1352, 1358 (Fed. Cir. 
2004) ("customary meaning" refers to the "customary meaning in [the] art field"); 
Ferguson Beaureaard/Loaic Controls Div. of Dover Resources. Inc. v. Mega Svs.. LLC . 
350 F.3d 1327, 1338 (Fed. Cir. 2003) (claim terms "are examined through the viewing 
glass of a person skilled in the art"). "[Pjatents are addressed to and intended to be 
read by others of skill in the pertinent art. See Verve. LLC v. Crane Cams. Inc .. 31 1 
F.3d 1 1 16, 1 1 19 (Fed. Cir. 2002) (patent documents are meant to be "a concise 
statement for persons in the field"); In re Nelson . 47 C.C.P.A. 1031. 280 F.2d 172. 181, 
1960 Dec. Comm'r Pat. 369 (CCPA 1960) ("[t]he descriptions in patents are not 



Serial No. 10/674.432 
Page 18 

addressed to the public generally, to lawyers or to judges, but, as section 112 says, to 
those skilled in the art to which the invention pertains or with which it is most nearly 
connected.") Phillips . 415 F.3d at 1313. 

Here, one skilled in the art would readily understand the meaning of the term 
"institutional investor" in view of the specification of the present application. Namely, 
Section 15 a-6 (b) (4) of the Securities Exchange Act of 1934 defines an institutional 
investor as: 

U.S. institutional Investor shall mean a person is: (i) an investment company 
registered with the Commission under Section 8 of the Investment Company Act 
of 1940; or (ii) a bank, savings and loan association, insurance company, 
business development company, small business investment company, or 
employee benefit plan defined in Rule 501 (a) (1 ) of Regulation D under the 
Securities Act; a private business development company defined in Rule 501 (a) 
(2); an organization described in Section 501 (c) (3) of the Internal Revenue 
Code, as defined in Rule 501 (a) (3) of Regulation D; or a trust defined in Rule 
501 (a) (7) of Regulation D. 

Further, major U.S. institutional Investor means: 

a person that is a U.S. institutional investor that has, or has under management, 
total assets in excess of $100 million; provided, however, that for purposes of 
determining the total assets of an investment company under this rule, the 
investment companies may include the assets of any family of investment 
companies of which it is a part; or an investment advisor registered with the 
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Commission under Section 203 of tlie Investment Advisers Act of 1940 that has 

total assets under management In excess of $100 million. 

Thus, the meets and bounds of the claims of the present application are readily 
determinable and therefore, the claims are not indefinite. Accordingly, Applicants 
request that the rejection of claims 1, 3-4, 9-10, 14, 16-17, 22-23, 27, 29-30, 35-36, 40, 
and 42-43 be withdrawn. 

Claims 1,6-8, 12-14, 19. 21, 25-27, 32-34, 38-41, 47-51 were rejected under 35 
U.S.C. § 103 as being unpatentable over U.S. Published Application 2003/0225660 to 
Noser et al. ("Noser") in view of U.S. Patent No. 6,754,612 to Vanfladern et al. 
("Vanfladern"). Applicants respectfully traverse the rejection and submit that claims 1 , 
6-8, 12-14, 19, 21, 25-27, 32-34, 38-41, and 47-51 recite subject matter not shown or 
suggested by the combination of cited prior art. 

Claim 1 , upon which claims 2-13 depend, recites a method for creating a 
database, which includes a step collecting security transaction data for a preselected 
period of time, for a plurality of institutional investors. The transaction data including 
identity of securities being traded, transaction order sizes, execution prices and 
execution times. The method also includes a step of grouping the transaction data into 
a plurality of orders. The method also includes a step of calculating a plurality of cost 
benchmarks for each of the plurality of orders. The method also includes a step of 
estimating transaction costs for each Institutional investor relative to the cost 
benchmarks . The method also includes storing the data. 

Claim 14, upon which claims 15-26 depend, recites a method for ranking a first 
security transaction cost performance relative to transaction costs of institutional 
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investors. The method includes a step of collecting security transaction data for a 
preselected period of time, for a plurality of institutional investors. The transaction data 
includes identity of securities being traded, transaction order sizes, execution prices, 
momentum and execution times. The method also includes steps of grouping the 
transaction data into a plurality of orders, calculating a plurality of cost benchmarks for 
each of the plurality of orders, estimating transaction costs for each institutional Investor 
relative to the cost benchmarks , and ranking a first institutional investor against the 
plurality of Institutional investors for at least one of a number of factors . 

Claim 27, upon which claims 28-39 depend, recites a system for ranking security 
transaction cost perfomiance relative to transaction costs of institutional investors which 
includes processing means for collecting security transaction data for a preselected 
period of time, for a plurality of institutional investors. The transaction data includes 
identity of securities being traded, transaction order sizes, execution prices, momentum 
and execution times. Processing means is further for grouping the transaction data into 
a plurality of orders, calculating a plurality of cost benchmarks for each of the plurality of 
orders, estimating transaction costs for each institutional investor relative to the cost 
benchmarks , and ranking a first institutional investor against the pluralitv of institutional 
investors for at least one of a number of factors . The system further includes storing 
means for receiving data from the processing means, storing the data, and making data 
available to the processing means. 
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Claim 40, upon which claims 41-51 depend, recites a system for ranking security 
transaction cost performance relative to transaction costs of institutional investors. The 
system includes a processing unit coupled with a network and configured to collect 
security transaction data for a pre-selected period of time, for a plurality of institutional 
investors , to group the transaction data into a plurality of orders, to calculate a plurality 
of cost benchmarks for each of the plurality of orders, to estimate transaction costs for 
each order relative to the cost benchmarks , and to store the data in a database. The 
transaction data includes identity of securities being traded, transaction order sizes, 
execution prices, momentum and execution times. The system also includes a 
database unit coupled with the processing unit and configured to communicate with the 
processing unit, store data and making data available to the processing unit. 

Noser discloses a number of analyses, including a process for allocation of 
transaction costs. At paragraph 258 of Noser, it states that transaction costs are 
computed and stored at the finest level detailed that the method describes. At 
paragraph 260 it states that "it will specify whether to show detail or summary for each 
of the identifying elements of the allocated transactions. That is, one query may 
request factors oer account per manager , and another request factors for each 
manager, with the manager's accounts summarized into a single measurement. It will 
also specify the desire to sequence of the results." Applicants submit that Noser merely 
focuses on calculating the actually costs of each agent involved with a particular 
transaction and fails to disclose the estimation of transaction costs for each institutional 
investor or the ranking of institutions against one another, as defined by the claims of 
the present application. In contrast to Noser, the present invention is directed to a 
completely different audience - - the institution - -, which requires analysis of a large 



Serial No. 10/674,432 
Page 22 

volume of wholesale-type transactions. According to the present invention, the novel 
use of benchmarks makes it possible to compare transaction performance (e.g., costs) 
of peer institutions. Noser is incapable of making such a comparison. 

Vanfladem describes a computing system for inserting performance markers into 
programs to obtain and provide data regarding the computer run-time benchmarking of 
the programs, not financial benchmarking, and Vanfladem does not disclose 
benchmarks in the same sense as used in the present invention (e.g., see claim 6) or 
the estimation of transaction costs for an investment institution relative to it costs 
benchmark. Therefore, Vanfladem can not cure the above-described deficiencies of 
Noser, and the combination of Noser and Vanfladem fails to disclose or suggest each 
and every feature of 1, 6-8, 12-14, 19, 21, 25-27, 32-34, 38-41, and 47-51. 
Accordingly, Applicants request that the rejection be withdrawn and claims 1 , 6-8, 
12-14, 19, 21, 25-27, 32-34, 38-41, and 47-51 be allowed. 

Claims 2-5, 9-11, 15-18, 22-24, 28-31, 35-37, 42-46 were rejected under 35 
U.S.C. 103(a) as being unpatentable over Noser et al. in view of Vanfladem et a!., and 
further in view of the article "NYSE Execution Costs," by Werner ("Wemer). Applicants 
respectfully traverse the rejection and submit that claims 2-5, 9-1 1 , 15-18, 22-24, 28-31 , 
35-37, and 42-46 recite subject matter not shown or suggested by the combination of 
cited prior art. 

As described above, the combination of Noser and Vanfladem fails to disclose or 
suggest each and every feature of 1 , 14, 27 and 40, upon which claims 2-5, 9-1 1 , 
15-18, 22-24, 28-31 , 35-37, and 42-46 depend. Applicants submit that Werner fails to 
cure the deficiencies of the combination of Noser and Vanfladem. Particularly, Werner 
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does not disclose or suggest the estimation of transaction costs for each institutional 
investors or the ranking of institutional Investors against one another, as recited In the 
claims of the present application. 

Furthermore, although Werner discloses a manner of regression, Werner falls to 
disclose or suggest the feature of regressing transaction costs onto a plurality of 
percentages (see claims 2, 15, 28 and 41 of the present application), as the Office 
Action asserted. Therefore, the combination of cited prior art does not disclose or 
suggest each and every element of the claims 2-5. 9-11,1 5-1 8, 22-24, 28-31 , 35-37, 
and 42-46. 

Accordingly, Applicants request that the rejection of claims 2-5, 9-11,1 5-1 8, 
22-24, 28-31, 35-37, and 42-46 be withdrawn and that claims 2-5, 9-11, 15-18, 22-24, 
28-31, 35-37, and 42-46 be allowed. 

If for any reason the Examiner determines that the application is not now in 
condition for allowance. It is respectfully requested that the Examiner contact, by 
telephone, the Applicants' undersigned attorney at the indicated telephone number to 
anrange for an Interview to expedite the disposition of this application. 
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In the event that this paper is not timely filed, Applicants respectfully petition for 
an appropriate extension of time. Any fees for such an extension together with any 
additional fees may be charged to Counsel's Deposit Account No. 02-2135. 

Respectfully submitted, 



By 




Attorney for Applicants 
Registration No. 46,338 

ROTHWELL, FIGG, ERNST & MANBECK, p.c. 
Suite 800, 1425 K Street, N.W. 
Washington, D.C. 20005 
Telephone: (202)783-6040 
Facsimile: (202) 783-6031 
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